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DETAILED ACTION 

Information Disclosure Statement 

1 . The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Claim Objections 

2. Claim 4 is objected to under 37 CFR 1 .75(c) as being in improper form because 
a multiple dependent claim cannot depend from any other multiple dependent claim. 
See MPEP § 608.01 (n). Accordingly, the claim has not been further treated on the 
merits. 

Claim Rejections - 35 (JSC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1, 3, and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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The term "projects outside" in claim 1 lines 1 1 and 14 is a relative term which 
renders the claim indefinite. The term "projects outside" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. For the purposes of this examination, the examiner is interpreting the first 
and second projecting edges to be projecting away from a centerline of the seal 
material. 

Claim 3 recites the limitation "said second projecting edge is formed by 
connecting a pair of straight edges together in a convexly crooked shape". It is unclear 
as to how a pair of straight edges constitutes a convex. The Webster's II New Riverside 
Dictionary defines convex as: curved or rounded outward like the surface of a ball. It is 
suggested that the term convex be changed to substantially triangular or pyramidal. For 
the purposes of this examination, the examiner is interpreting the claim as to claim a 
pair of straight edges making a substantially triangular shape. 

Claim 5 recites the limitation "is fitted to said ant groove... said ant groove of the 
ring shape". It is unclear to the examiner as to what the applicant is claiming. For the 
purposes of this examination, the examiner is interpreting the claim as to mean that the 
shape of the seal material corresponds to the shape of the ant groove. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

4. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Engstrom (US 
Patent No. 3,909,017). 

Note for references A-E see Examiner's Attachment A. 

Regarding claim 1, the Engstrom reference discloses a sealing material (Col. 2, 
Line 8) for an ant groove (5), which is fitted to the ant groove made in a surface of either 
one of members in a joint place (11, 12) between these members and contacts with a 
surface of the other member (Fig. 3), thereby sealing both the members, with the 
sealing material comprising: 

an elastically deformable material (Col. 2, Line 8); and 

a sectional shape (Fig. 2) having a straight bottom edge (A) which is disposed on 
a bottom face of said ant groove (Fig. 2); an arched convex edge (B) which contacts 
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with the surface of said other member facing said ant groove (Fig. 3); a first projecting 
edge (C) which connects with one end of said bottom edge and projects outside (Fig. 2); 
a concave inlet portion (9) which is located between said first projecting edge and said 
arched convex edge (Fig. 2); a second projecting edge (D) which connects with the 
other end of said straight bottom edge and is composed of straight lines that project 
outside (Fig. 2); a straight sloping edge (E) of which one end connects with the opposite 
end of said arched convex edge as to said first projecting edge and of which the other 
end connects with said second projecting edge (Fig. 2); and at least one corner portion 
(F) which is constituted in the range of from said straight bottom edge via said second 
projecting edge to said sloping edge (Fig. 2). Note that the English equivalents to the 
patents described in the specification recite that the groove is an annular groove and 
has been treated as such for the examination of this application. Also note that the 
straight slope is connected to the arched convex edge through a concave portion (Fig. 
2). 

5. Claims 1 and 3 are rejected under 35 U.S.C. 102(e) as being anticipated by Kane 
et al. (US Patent No. 6,932,354). 

Note for references G-0 see Examiner's Attachment B. 

Regarding claim 1, the Kane et al. reference discloses a sealing material (Col. 1, 
Lines 35-36) for an ant groove (Col. 2, Lines 18-22), which is fitted to the ant groove 
made in a surface of either one of members in a joint place (e.g. 14 and 16 comprising 
one member and the second member being discloses in Col. 3, Lines 1-4) between 
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these members and contacts with a surface of the other member (Col. 3, Lines 1-4), 
thereby sealing both the members, with the sealing material comprising: 
an elastically deformable material (CoL 1, Lines 35-36); and 
a sectional shape (Fig. 3) having a straight bottom edge (G) which is disposed on 
a bottom face of said ant groove (Fig. 3); an arched convex edge (12) which contacts 
with the surface of said other member facing said ant groove (Fig. 3); a first projecting 
edge (H) which connects with one end of said bottom edge and projects outside (Fig. 3); 
a concave inlet portion (I) which is located between said first projecting edge and said 
arched convex edge (Fig. 3); a second projecting edge (e.g. J and M) which connects 
with the other end of said straight bottom edge and is composed of straight lines that 
project outside (Fig. 3); a straight sloping edge (K) of which one end connects with the 
opposite end of said arched convex edge as to said first projecting edge and of which 
the other end connects with said second projecting edge (Fig. 3); and at least one 
corner portion (e.g. L) which is constituted in the range of from said straight bottom 
edge via said second projecting edge to said sloping edge (Fig. 3). Note that the 
English equivalents to the patents described in the specification recite that the groove is 
an annular groove and has been treated as such for the examination of this application. 
Also note that the straight slope is connected to the arched convex edge through a 
concave portion and horizontal edge (Fig. 3). 

Regarding claim 3, the Kane et al. reference discloses said second projecting 
edge being formed by connecting a pair of straight edges (J and M) together in a 
triangular shape; and 
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said corner portion being constituted in the following three places: a place 
between said straight bottom edge and said second projecting edge (L); a crooked 
place of said second projecting edge (N); and a place between said second projecting 
edge and said sloping edge (O). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engstrom. 

Regarding claim 2, the Engstrom reference discloses the invention substantially 
as claimed in claim 1. 

However the Engstrom reference fails to explicitly disclose the maximum value of 
distances of from said corner portion to said concave inlet portion having a relationship 
of 1 .0 to 1 .1 with an opening width of said ant groove. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the maximum value of distances of from said corner portion 
to said concave inlet portion having a relationship of 1 .0 to 1 .1 with an opening width of 
said ant groove, since it has been held that where the general conditions of a claim are 
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disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Alter, 105 USPQ 233. 

Regarding claim 5, the Engstrom reference discloses the invention substantially 
as claimed in claim 1 as well as the ring shape corresponding to the groove shape; 

having a location such that said first projecting edge and said concave inlet 
portion are located at the outer peripheral side of said ring shape (Fig. 2); and 

having a location such that said second projecting edge, said straight slop edge 
and said corner portion are located at the inner peripheral side of said ring shape Fig. 
2); including the peripheral length of the seal extending beyond the top of the groove 
(Fig. 2). 

However, the Engstrom reference fails to explicitly disclose the peripheral length 
extending by 1-10% in a state fitted to said ant groove of the ring shape when compared 
with a free state. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a peripheral length extending by 1-10% in a state fitted to 
said ant groove of the ring shape when compared with a free state, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Allen 105 USPQ 233. 

7. Claims 2 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kane et al. 
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Regarding claim 2, the Kane et al. reference discloses the invention substantially 
as claimed in claim 1. 

However the Kane et al. reference fails to explicitly disclose the maximum value 
of distances of from said corner portion to said concave inlet portion having a 
relationship of 1.0 to 1.1 with an opening width of said ant groove. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have the maximum value of distances of from said corner portion 
to said concave inlet portion having a relationship of 1.0 to 1.1 with an opening width of 
said ant groove, since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding claim 5, the Kane et al. reference discloses the invention substantially 
as claimed in claim 1 as well as the ring shape corresponding to the groove shape; 

having a location such that said first projecting edge and said concave inlet 
portion are located at the outer peripheral side of said ring shape (Fig. 3); and 

having a location such that said second projecting edge, said straight slop edge 
and said corner portion are located at the inner peripheral side of said ring shape Fig. 
2); including the peripheral length of the seal extending beyond the top of the groove 
(Fig. 2). 

However, the Kane et al. reference fails to explicitly disclose the peripheral length 
extending by 1-10% in a state fitted to said ant groove of the ring shape when compared 
with a free state. 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have a peripheral length extending by 1-10% in a state fitted to 
said ant groove of the ring shape when compared with a free state, since it has been 
held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Allen 105 USPQ 233. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gilbert Y. Lee whose telephone number is 571-272- 
5894. The examiner can normally be reached on 8:00 - 4:30, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia L. Engle can be reached on (571)272-6660. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA)-©t£71 -272-1 000. 
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